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Chapter 10 Overview
Protecting trademarks and Product Designs in International Markets
1. Introduction (pages 419-420)
2. Fundamental Principles of Trademark Protection (420-433)

a. The Lanham Act protects words, names, symbols, or devices that serve to distinguish the sources of goods and services

b. Unlike patents, copyrights, and trade secrets (all designed to stimulate and reward creative energies), trademark law is primarily designed for the effective distribution of goods and services

i. See Exhibit 10.1, page 421

c. Federal and state trademark laws, and laws regarding unfair competition, interact in the manner illustrated by scenarios 1-4, page 422

i. Note the importance of federal registration as illustrated by scenario 4 and as summarized in Exhibit 10.2, page 424
d. To be protected under trademark law, the trademark must be distinctive – capable for identifying the source of a particular good or service
i. A generic mark only identifies the general category to which the underlying product belongs but does not identify the source of the particular product, e.g., computer, car, knife, cola, brick oven for frozen pizza, etc.

ii. Some legitimate trademarks lose their distinctiveness over time and become generic terms – a process sometimes called genericide or genericism
1. Examples include ice cream, hot dog, zipper, cellophane, aspirin, linoleum, escalator, thermos, shredded wheat, and trampoline

a. In much of the world, aspirin is still recognized as distinctive and protected; so is Champagne

2. Current companies and products that strive to avoid the generic fate include Kleenex, Xerox, Coke, for example

a. For Sheetrock, see http://www.usg.com/index.jsp
b. For Bush Hog, see http://www.bushhog.com/
3. "Realtor" recently won in court; Microsoft settled litigation with another company, Lindows.com, over "Windows" as a trademark

4. How does a company avoid genericide? (E.g., marketing and monitoring competitors)
5. In addition to genericide, some trademarks are simply abandoned and lose legal protection, such as the “Brooklyn Dodgers”

iii. Note a recent legal trend for countries to pass legislation protecting generic names from use outside the country.  This is not based on trademark law.

1. Examples include, in the US, "catfish" - it is a illegal under U.S. law to so label fish from outside North America – see http://www.nytimes.com/2008/10/12/magazine/12catfish-t.html?pagewanted=all
2. Under EU law, the following may only be used by one of the 25 EU countries: "sardine", "Chablis", "mozzarella", "parmesan", "feta", and 36 others

e. The spectrum of trademark protection is presented in Exhibit 10.3, page 430, and Abercrombie & Fitch v. Hunting World, page 431
i. Secondary meaning is a key concept for descriptive marks.  A court will test for secondary meaning through an analysis of:

1. The amount and manner of advertising using the descriptive term

2. The volume of sales 

3. The length and manner of the descriptive term’s use

4. Results of consumer surveys for recognition of the “distinctiveness” of the descriptive term 

ii. Note: the proper fair use of others’ descriptive trademarks, as noted on page 430
iii. Note: a proper name (e.g., Michael Jordan) may be trademark protected if it acquires secondary meaning
3. Trademark Protection of Product characteristics (pages 433-445)

a. See Exhibit 10.4, page 435, for a summary of when product characteristics like sound, color, smells, or product design may be protected by trademark law
b. See Traffix Devices v. Marketing Displays, Inc., page 442-443

4. Federal Registration: Standards and Procedures (pages 445-451)

a. See uspto.gov
b. See Exhibit 10.5, page 450
5. Trademark Infringement and Remedies (pages 451-463)
a. Likelihood of confusion test, as illustrated in AMF Incorporated v. Sleekcraft Boats, page 451, and Exhibit 10.6, page 454

b. Apply to Lamparello v. Falwell, web handout

c. Dilution – see exhibit 10.7, page 460

i. Would dilution have worked for Falwell?

[image: image1.png]


[image: image2.png]


[image: image3.png]


[image: image4.png]



